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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 05 April 2001 . 
2a)Q This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 
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Application Papers 

9) D The specification is objected to by the Examiner. 
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1 . This action is in response to the application filed on April 5, 2001 . Claims 1 -1 5 
are pending. 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

5. Claims 1-4, 8 and 11-13 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Williams, U. S. Patent 6,714,021. 
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Per claims 1 and 11-12: 

A) Williams teaches the following claimed items: 

1 . a first timer performing coarse timing measurement of an electronic circuit 
with Coarse Timebase 1226 of figures 15 and 18 and at column 8, lines 12-29; 

2. a second timer performing fine timing measurement of the electronic 
circuit with Fine Timebase 1227 of figures 15 and 18 and at column 8, lines 39- 
54; 

3. storage means for storing timing measurements of the first and second 
timers with the timing analyzer software, with the (Cn,Fn) timebase values of 
figure 1 9, at column 1 1 , lines 5-1 8 and at column 1 1 , line 53 - column 1 2, line 
18. 

Per claim 2: 

Williams describes the timing analyzer as a component of a BIST system on an 
IC at column 8, lines 55-61 and at column 12, line 62 - column 13, line 21. 
Per claim 3: 

Williams describes separately controlled delay elements with delay elements 
1201 through 1215 and 1231 through 1294 of figure 15 and at column 8, lines 
12-29 and 39-54. 
Per claims 4 and 13: 

Williams describes delay elements controlled by individual control words with the 
Coarse and Fine Timebase Select words 1219 and 1298 of figure 15 and at 
column 8, lines 16-23 and 40-41. 
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Per claim 8: 

A) Williams teaches the following claimed items: 

1 . a first timer performing coarse timing measurement of an electronic circuit 
with Coarse Timebase 1226 of figures 15 and 18 and at column 8, lines 12-29; 

2. a second timer performing fine timing measurement of the electronic 
circuit with Fine Timebase 1227 of figures 15 and 18 and at column 8, lines 39- 
54; 

3. storage means for storing timing measurements of the first and second 
timers with the timing analyzer software, with the (Cn.Fn) timebase values of 
figure 19, at column 11, lines 5-18 and at column 11, line 53 -column 12, line 
18; 

4. a BIST system on an IC at column 8, lines 55-61 and at column 12, line 62 
- column 13, line 21. 



6. Claims 5-7 and 14-15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Williams, U. S. Patent 6,714,021. 
Per claims 5-7 and 14-15: 

Williams fails to explicitly teach using binary counters to generate the individual 
control words as claimed. However, Williams describes generating individual 
control words (Coarse and Fine Timebase Select words 1219 and 1298 of figure 
15) and describes incrementing the individual control words to increment the 
amount of delay with elements 1409 and 1414 of figure 18. Therefore, Williams 
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discloses the claimed invention except for explicitly reciting using binary counters 
to generate/increment the control words. However, binary counters are well 
known and it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to use incrementing binary counters in order to 
increment the binary values of the control words of the coarse and fine timers in 
order to increment the amount of delay and increment the number of delay 
elements that actively delay the signal output from the fine or the coarse delay 
timers. 

7. Claims 1 and 11-12 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Dilger et al., U. S. Patent 6,161 ,420. 
Per claims 1 and 1 1-12: 

A) Dilger et al teach the following claimed items : 

1 . a first timer performing coarse timing measurement of an electronic circuit 
with Counter 104 and Subtract Circuit 116 of figure 2, at column 5, lines 19-21 
and 45-54 and at column 8, lines 33-55; 

2. a second timer performing fine timing measurement of the electronic 
circuit with Timer 134 of figure 2, at column 6, lines 32-57 and at column 10, lines 
23-36; 

3. storage means for storing timing measurements of the first and second 
timers with the storage means in embedded controller 202 that store coarse 
measurement 118 and fine measurement 136, at column 7, lines 31-46 and at 
column 10, lines 37-42. 
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8. Claims 9 and 1 0 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dennis M. Butler whose telephone number is 703-305- 
9663. The fax phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-305- 
3900. 

Dennis M. Butler 
Primary Examiner 
Art Unit 21 15 



